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Examiner 

Rebecca L Anderson 


Applicant(s) 

YU ET AL 
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1626 


„ The MAILING DATE of this communic ation appears on the cover sheet with the correspondence aaaress ~ 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

I rSeZ be aVailabie under the provisions of 37 CFR 1 .136(a). In no event, however, may a rep.y be timely filed 
after SIX (6) MONTHS from the mailing date of ^is commumce *on. be considered timely . 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I) D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)Kl This action is non-final. 

3)D Since this application is in condition for allowance except for - ton* I ratters prosecutor . as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

A)M Claim(s) 1-8 and 10 is/are pending in the application. 

4a) Of the above claim(s) 2 and 3 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) M Claim(s) 1.4-8 and 10 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are. a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
^A)M Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 
1 5)P Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

r-i . « „ , j , DTn RQ ~ 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

3) El Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4. 6) |_| Other. 
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DETAILED ACTION 

Claims 1-8 and 10 are currently pending in the instant application. Claim 9 was 
cancelled in applicant's response mailed 15 November 2002. Claims 2 and 3 are 
withdrawn from further consideration as being drawn to a non-elected invention. Claims 
1 , 4-8 and 10 are objected. 

Election/Restrictions 

Applicant's election of Group I, claims 1-8 and 10, in Paper No. 6 is 
acknowledged, and the election of the compound of example 188 on page 199 of the 
specification is acknowledged. Because applicant did not distinctly and specifically 
point out the supposed errors in the restriction requirement, the election has been 
treated as an election without traverse (MPEP § 818.03(a)). 

With the identification of the above noted species, the examiner will identify a 
generic concept, inclusive of said species, for examination. 

The generic concept is that of the compound of formula I as found in claim 

1 wherein: 

R 1f R a , R b , n, R 2 , Rs, R4, Rs, R 2 e, R27, R 28 , R29 and R h are as found in claim 
1, 

X is H or Ci. 6 alkyl; said C^alkyl being optionally substituted with a member 
selected from the group consisting of one to six same or different halogen or 
hydroxy and 
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Q is a member selected from the group consisting of 


o. 


V 



The remaining subject matter of claims 1 , 4-8 and 10 and the subject matter of 
claims 2 and 3 stands withdrawn, 37 CFR 1 .142(b), as being for non-elected inventions. 
The withdrawn subject matter of the claims is properly restricted as said subject matter 
differs materially in structure and element from the elected subject matter so as to be 
patentably distinct, i.e. a reference which anticipated but the elected subject matter 
would not even render obvious the non-elected subject matter. Additionally, the fields of 
search are not co-extensive. 

Accordingly, the claims are drawn to more than a single invention and restriction 
as has been required is proper, 37 CFR 1.142(a). 


Claims 1, 4-8 and 10 are objected to as containing non-elected subject matter. 
The claims presented drawn solely to the elected subject matter as indicated supra 
would appear allowable over the prior art of record. 


Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Rebecca L. Anderson whose telephone number is (703) 
605-1 157. Mrs. Anderson can normally be reached Monday through Friday 7:00AM to 
3:30PM. 


Claim Objections 


Conclusion 
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If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Mr. Joseph McKane, can be reached at (703) 308-4537. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone numbers are 
(703) 308-1235 and (703) 308-0196. 

A facsimile center has been established. The hours of operation are Monday 
through Friday, 8:45AM to 4:45PM. The telecopier numbers for accessing the facsimile 
machine are (703) 308-4242, (703) 305-3592, and (703) 305-3014. 




Joseph McKane 
Supervisory Patent Examiner 
Art Unit 1626, Group 1620 
Technology Center 1600 


Rebecca Anderson 
Patent Examiner 
Art Unit 1626, Group 1620 
Technology Center 1600 


